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DETAILED ACTION 

This Action is in regards to the RCE Reply received on 06/15/2006. 

Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the'art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claims 1-16 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
The combination Yoshida-Thompson et al (hereinafter Yoshida), Patent No. 6,801,546 
B1 in view of Thompson, U.S. Patent No. 6,985,494 B2. 

Regarding claim 1, The combination Yoshida-Thompson discloses the invention 
substantially as claimed. The combination Yoshida-Thompson discloses a method for 
communicating electronic mail data from a sender to a receiver via a network (fig. 1 ), 
comprising the steps of: 

(a) recognizing a dial number of said receiver corresponding to destination 
address information attached to said electronic mail data (column 14, lines 37-65; 
column 18, lines 1-39); 

(b) converting said electronic mail data into an image form permitting facsimile 
communication, wherein said electronic mail data originates in and electronic mail 
format (column 12, lines 61-67; column 13, lines 1-31); and 
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(c) initiating a call to said receiver using said recognized dial number and 
transmitting said electronic mail data converted into said image form to the receiver by 
facsimile communication procedures, wherein said image form is adapted to be restored 
into electronic mail data in the electronic mail format (column 23, lines 34-67). 

However, applicant argue that The combination Yoshida-Thompson does not 
disclose a method of communicating electronic email wherein "said electronic email 
data originates in an electronic mail format, and converting said electronic mail data 
converted into said image back into electronic mail data in the electronic mail format". 

In the same field of endeavor, Thompson discloses "An internet facsimile server 
adapted for use in an internet facsimile system capable of transmitting facsimile data 
over an Internet Protocol (IP) network to a destination facsimile device, said facsimile 
data originating as a standard facsimile transmission from a source facsimile device or 
as an electronic mail transmission from an IP client Source device.. . first converter that 
converts said electronic mail data of said incoming transmission to binary facsimile 
data when it is determined that said incoming transmission was sent from an IP 
client source... [see Thompson, fig. 1; column 21, lines 10-53]. 

Accordingly, it would have been obvious to one of ordinary skill in the networking 
art at the time the invention was made to have incorporated Thompson's teachings of 
originating email data in an electronic mail format, and converting said electronic mail 
data converted into said image back into electronic mail data in the electronic mail 
format with the teachings of Yoshida, for the purpose of improving the ability of a 
network "...to provide a is to efficiently use existing telephony resources to 
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communicate by taking advantage of hardware presently in place within the existing 
telephony communications infrastructure, as well as to provide more versatile new 
communications technologies" as stated by The combination Yoshida-Thompson in 
lines 14-18 of column 4. By this rationale, claim 1 is rejected. 

Regarding claim 2, the combination Yoshida-Thompson discloses the method as 
set forth in claim 1 , wherein the step of converting comprises the step of determining a 
horizontal number of pixels and generating data by linking the data with the horizontal 
number in a vertical direction according to a specification based on ITU-T 
Recommendation T-30 (see Yoshida; column 14, lines 28-65). 

Regarding claim 3, The combination Yoshida-Thompson discloses the method 
as set forth in claim 2, wherein the step of converting further comprises the step of 
generating data to be transmitted by using a mail body in which said electronic mail data 
are recognized to be a series of binary values, a header representing said image form, 
and a padding for linking the mail body and the header by adjusting line width of the 
horizontal numbers of pixels. Note that these features are inherent to an electronic mail 
and are well known in the art. 

Regarding claim 4, The combination Yoshida-Thompson discloses an electronic 
mail communicating method, comprising the steps of:* 

(a) retrieving mail information stored in a server (fig. 1, item 1-3) to be transmitted 
over a switched line (fig. 1, item 1-6) from the server wherein said electronic mail data 
originates in and electronic mail format (see Yoshida; column 8, lines 36-67); 
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(b) selecting a specification of communication needed for communication over 
the switched line from a network address contained in said mail information (see 
Yoshida; column 17, lines 8-64); and 

(c) initiating a call to said switched line using the selected specification of 
communication, and transmitting said mail information according to facsimile 
communication procedures to a receiving apparatus connected via the switched line 
(see Yoshida; column 23, lines 34-67). 

(d) forwarding said mail information from the receiving apparatus to the network 
address according to the electronic mail format [see Thompson, fig. 1; column 21, lines 
10-53]. 

Regarding claim 5, The combination Yoshida-Thompson discloses the electronic 
mail communicating method as set forth in claim 4, wherein the step of retrieving 
comprises the step of retrieving said mail information with recognition that the mail 
information is to be transmitted from said network address via said switched line (see 
Yoshida; column 23, lines 34-67; column 17, lines 8-64). 

Regarding claim 6, The combination Yoshida-Thompson discloses an electronic 
mail communicating method, comprising the steps of: 

(a) receiving data containing electronic mail information converted into an image 
form permitting facsimile communication from a sender wherein said electronic mail 
data originates in and electronic mail format (see Yoshida; column 29, lines 20-62; see 
Thompson, fig. 1; column 21, lines 10-53); 
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(b) converting said received data into electronic mail information (see Yoshida; 
column 23, lines 5-65); 

(c) analyzing a destination contained in the converted electronic mail information; 
(d) generating reply information to converted electronic mail information (see Yoshida; 
column 23, lines 5-65); and 

(e) converting said reply information into said image form and sending the 
converted reply information to the sender (see Yoshida; column 24, lines 8-67). 

Regarding claim 7, The combination Yoshida-thompson discloses the electronic 
mail communicating method as set forth in claim 6, wherein, if a terminal with a 
destination corresponding to said analyzed destination is not connected to an internal 
network, reply information representing absence of any relevant destination is 
generated (see Yoshida; column 34, lines 39-65). 

Regarding claim 8, The combination Yoshida-Thompson discloses the electronic 
mail communicating method as set forth in claim 6, wherein, if received data do not 
contain electronic mail information, conventional facsimile reception operation takes 
place (see Yoshida; column 34, lines 3-38). 

Regarding claim 9, The combination Yoshida-Thompson discloses an electronic 
mail transmitting apparatus for transmitting electronic mail data to a receiver using a 
switched line not through the Internet (fig. 1, item 1-6), comprising: 

a communication specification determination unit for determining a specification 
of communication with said receiver for communication over said switched line based 
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on destination address information for an external network assigned to the electronic 
mail data (see Yoshida; column 23, lines 34-67); 

a conversion unit for converting electronic mail data to be transmitted into a data 
form for communication over said switched line wherein said electronic mail data 
originates in and electronic mail format (fig. 3, item 3-10, column 17, 32-51; column 12, 
lines 61 -67; column 13, lines 1-31); and 

a transmission unit for transmitting said electronic mail data converted into said 
data form by said converting unit, to said receiver in accordance with said specification 
of communication determined by said communication specification determination unit, 
using said switched line(see Yoshida; column 17, lines 8-64; column 18, lines 10-64) 
and 

a reconversion unit for converting said electronic mail data converted into said 
data form that has been received over said switched line into electronic mail data in the 
electronic mail format (see Thompson, fig. 1; column 21, lines 10-53). 

Regarding claim 10, The combination Yoshida-Thompson discloses the 
electronic mail transmitting apparatus as set forth in claim 9, wherein said 
communication specification determination unit stores in advance correspondence 
information among destination address information for a network assigned to electronic 
mail data, a dial number of said receiver and a communication procedure based on ITU- 
T Recommendation T-30, and determines the specification of communication based on 
the stored correspondence information (see Yoshida; column 14, lines 28-65). 
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Regarding claim 11, The combination Yoshida-Thompson discloses the 
electronic mail transmitting apparatus as set forth in claim 9, wherein said conversion 
unit recognizes data contained in said electronic mail data as a series of binary values, 
and converts the data form by adjusting line widths. Note that these features are 
inherent to an electronic mail and are well known in the art. 

Regarding claim 12, The combination Yoshida-Thompson discloses an 
electronic mail transmitting apparatus, comprising: 

a mail retrieving unit for retrieving from a server mail information to be 
transmitted over a switched line wherein said electronic mail data originates in and 
electronic mail format (see Yoshida; column 8, lines 36-67); 

a communication specification determination unit for determining a specification 
of communication for communication over the switched line based on a network 
address contained in said mail information retrieved by said mail retrieving unit (see 

o 

Yoshida; column 17, lines 8-64); and 

a transmission unit for initiating a call on said switched line using said 
specification of communication determined by said communication specification 

determination unit and transmitting said mail information to a receiving apparatus 

© 

connected via the switched line by facsimile communication (see Yoshida; column 23, 
lines 34-67) wherein the receiving apparatus converts the mail information back into the 
electronic mail format (see Thompson, fig. 1 ; column 21, lines 10-53). 

Regarding claim 13, The combination Yoshida-Thompson discloses a mail 
receiving apparatus for receiving electronic mail data originating in an electronic mail 
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format that has been converted into a form permitting facsimile communication from a 
sender via a switched line, comprising: 

a receiving unit for receiving data from said sender via said switched line by 
facsimile communication (see Yoshida; column 29, lines 20-62); 

a restoring unit for restoring said data received by said receiving unit into 
electronic mail data (see Yoshida; column 23, lines 5-65); and 

a transferring unit for transferring said electronic mail data restored by said 
restoring unit to a server connected to an internal network(see Yoshida; column 17, 
lines 8-64; column 18, lines 10-64; see Thompson, fig. 1; column 21, lines 10-53). 

Regarding claim 14, The combination Yoshida-Thompson discloses the 
electronic mail receiving apparatus, as set forth in claim 13, further comprising: 

a destination recognition unit for recognizing a destination of the electronic mail 
data based on said electronic mail data restored by said restoring unit (see Yoshida; 
column 14, lines 37-65; column 18, lines 1-39; column 23, lines 5-65); and 

a notification unit for notifying the sender if the destination recognized by said 
destination recognition unit is not in said internal network (see Yoshida; column 34, lines 
39-65). 

Regarding claim 15, The combination Yoshida-Thompson discloses an 
electronic mail communication system, comprising: 

an Internet-connected transmission mail server; a transmission client connected 
to the transmission mail server to instruct transmission of electronic mail, and a 
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transmission agent connected to a switched line to function as a client to the 
transmission mail server (fig. 1, items 1-3, 1-5; column 8, lines 36-67), 

wherein said transmission client outputs, to said transmission mail server, 
electronic mail data in an electronic mail format that includes a description of a 
destination of said transmission agent and a description of a final mail destination (see 
Yoshida; column 14, lines 37-65; column 18, lines 1-39); and 

wherein said transmission agent retrieves electronic mail data in which the 
destination of the transmission agent is described by said transmission client from said 
transmission mail server and transmits the electronic mail data using facsimile 
communication procedures using the switched line to the receiving apparatus that 
reconverts the electronic mail data into an electronic mail format (see Yoshida; column 
23, lines 34-67; column 17, lines 8-64; see Thompson, fig. 1; column 21, lines 10-53). 

Regarding claim 16, The combination Yoshida-Thompson discloses an 
electronic mail communication system for transmitting and receiving electronic mail 
information between an internal network on a sender side and an internal network on a 
receiver side (see Yoshida; column 14, lines 37-65; column 18, lines 1-39), wherein 

the internal network on the sender side comprises a transmission mail server, a 
transmission client for generating electronic mail information, and a transmission agent 
which is a client having a function for transmitting the electronic mail information in a 

o 

facsimile format via a switched line (see Yoshida; column 23, lines 34-67; column 17, 
lines 8-64; fig. 1, items 1-3, 1-5, 1-6; see Thompson, fig. 1; column 21, lines 10-53); 
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the internal network on the receiver side comprises a reception mail server, a 
reception client which is a final destination of the electronic mail information, and a 
reception agent which is a client having a function for receiving the electronic mail 
information via a switched line (fig. 1, items 1-9, 1-10, 1-6); 

said transmission agent transmits an electronic mail message whose final 
destination is said reception client designated by said transmission client to said 
reception agent via said switched line (see Yoshida; column 23, lines 34-67; column 17, 
lines 8-64); 

said reception agent transfers said electronic mail received via said switched line 
to said reception mail server in an electronic format (see Yoshida; column 14, lines 37- 
65; column 18, lines 1-39; see Thompson, fig. 1; column 21, lines 10-53). 

Conclusion 

7. Accordingly, THIS ACTION IS MADE NON-FINAL. Any inquiry concerning this 

communication or earlier communications from examiner should be directed to Jude 

© 

Jean-Gilles whose telephone number is (571) 272-3914. The examiner can normally be 
reached on Monday-Thursday and every other Friday from 8:00 AM to 5:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Wiley, can be reached on (571) 272-3923. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (571 ) 272- 
9000. 

Jude Jean-Gilles 




July 30, 2006 



